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DETAILED ACTION 
Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-7 and 16-18, drawn to nucleic acids, classified in class 435, 
subclass 6. 

II. Claims 8-10, 12, and 15, drawn to polypeptides, classified in class 530, 
subclass 350. 

III. Claims 1 1 and 23, drawn to antibodies, classified in class 424, subclass 
130.1. 

IV. Claims 13 and 14, drawn to a method for detecting a polypeptide, 
classified in class 435, subclass 4. 

V. Claims 19-20, drawn to a method for identifyng a compound which binds a 
polypeptide, classified in class 514, subclass 1. 

VI. Claim 21, drawn to a method for modulating the activity of a polypeptide, 
classified in class 514, subclass 885. 

VII. Claim 22, drawn to a method for identifying a compound which modulates 
the activity of a polypeptide, classified in class 514, subclass 885. 

The inventions are distinct, each from the other because of the following reasons: 
1 . Inventions I and II are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case the different inventions are drawn to a nucleic acid and a protein, which 
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have different functions, i.e., the nucleic acid codes for protein and the protein is used 
for various purposes in the cell, in the instant case as modulating agents. The nucleic 
acid is capable of functioning to code for a peptide without the peptide being present, 
and can be used by the practitioner to create probes, primers, and for diagnostic 
purposes without the presence of the peptide. Furthermore, the peptide is capable of 
functioning without the nucleic acid being present in the cell. 

2. Inventions I, II and III are unrelated. Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case the different inventions are drawn to nucleic acids, proteins and 
antibodies. The antibodies have different functions in the cell than either the protein or 
the nucleic acid, and are used for immunological purposes. 

3. Inventions I, II, III and IV-VII are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the first three 
groups are drawn to different products (proteins, nucleic acids, and antibodies), and 
groups IV-VII are drawn to methods of using these products. Not only could the 
methods be practiced with a different product, but the products may be used with 
different methods. 
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4. Inventions IV, V, VI, and VII are unrelated. Inventions are unrelated if it can be 
shown that they are not disclosed as capable of use together and they have different 
modes of operation, different functions, or different effects (MPEP § 806.04, MPEP § 
808.01). In the instant case the different inventions comprise different methods which 
contain different method steps. One method is drawn to detecting a polypeptide, while 
the other is drawn to a method for identifying a compound which binds the polypeptide. 
Another is drawn to modulating the activity of a polypeptide, while the last is drawn to 
identifying a compound which modulates this activity. These four methods contain 
different functions and have different effects, and involve different products. 

5. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

6. Because these inventions are distinct for the reasons given above and the 
search required for Group III is not required for Group IV, that required for Group IV is 
not required for Group V, that for Group V is not required for Group VI, and that for 
Group VI is not required for Group VII, restriction for examination purposes as indicated 
is proper. 

7. These claims are generic to a plurality of disclosed patentably distinct restriction 
groups comprising different SEQ ID NOs. Applicant is required under 35 U.S.C. 121 to 
elect no more than 10 disclosed nucleic acids representing 10 different SEQ ID Nos. 

This restriction requirement is based upon the notice in the Official Gazette in 
October 1996 which states, "Applications claiming more than ten (10) individual 
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independent and distinct nucleotide sequences in alternative form, such as set forth in 
example 1, will be subject to a restriction requirement. Only the ten (10) nucleotide 
sequences selected in response to the restriction requirement and any other claimed 
sequences which are patentably indistinct therefrom will be examined." 

Should applicant traverse on the ground that some or all of the different nucleic 
acids are not patentably distinct, applicant should submit evidence or identify such 
evidence now of record showing the nucleic acids to be obvious variants or clearly 
admit on the record that this is the case. In either instance, if the examiner finds one of 
the inventions unpatentable over the prior art, the evidence or admission may be used 
in a rejection under 35 U.S.C. 103(a) of the other invention. 

Although the MPEP deems that up to ten nucleotide sequences may be searched 
without restriction, it has recently been decided by the Director of Biotechnology at the 
USPTO that searching more than one sequence per application will place an undue 
burden upon the Examiner and the Office. For this reason, restriction to ONE 
SEQUENCE is being applied to all applications at this time. Please note that for claims 
in which a nucleic acid sequence is given along with the corresponding polypeptide 
sequence, Applicant may choose both SEQ ID NOS as long as they correspond to the 
same nucleic acid/poly peptide. (In other words, if SEQ ID NO: 1 is drawn to a nucleic 
acid and SEQ ID NO: 2 is drawn to the corresponding polypeptide, Applicant may elect 
both SEQ ID NO: 1 and SEQ ID NO: 2 as long as they are both presented in the same 
claim.) 
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8. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a petition under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janell Taylor Cleveland whose telephone number is 
703-305-0273. The examiner can normally be reached on M-F 9-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Jones can be reached on 703-308-1 152. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-308-8724 for 
regular communications and 703-308-8724 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0196. 

Janell Taylor Cleveland 
Examiner /T> 



Art Unit 1655 



CARLAJ. MYERSJ 

PRIMARY EXAMINER 
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